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Office Action Summary 



Application No. 
09/414,121 



Apj^fcnt(s) 



Steel et al. 



Examiner 

RAQUEL ALVAREZ 



Group Art Unit 
2162 




(XI Responsive to communication(s) filed on Oct 8, 1999 . 

□ This action is FINAL. . ) 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 ; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire three month(s) f or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

IS Claim(s) 1 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



H Claim(s) 1_ 

□ Claim(s) _ 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

_____ is/are objected to. 



are subject to restriction or election requirement. 





Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is [^approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for. foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
""Certified copies not received: : 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

IS Notice of References Cited, PTO-892 

IS Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Office Action Summary 



Part of Paper No. __ 



•J 
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DETAILED ACTION 

1 . Claim 1 is presented for examination. 

Information Disclosure Statement 

2. The informatiojp disclosure statement filed 10 January 2000 (Paper number 4) fails to 
comply with 37 CFR 1.98(a)(2), which requires a legible copy of each U.S. and foreign patent; 
each publication or that portion which caused it to be listed; and all other information or that 
portion which caused it to be listed. It has been placed in the application file, but the information 
referred to therein has not been considered. All references cited in the Information Disclosure 
Statement have been considered by the examiner with the exception of references A 1 22- A 1 73, 
since no copy of this references were provided. 

Claim Rejections - 35 U.S. C § 112 

3. Claim 1 recites *the limitation "the subscription" in line 4-5. There is insufficient 
antecedent basis for this limitation in the claim. 

Specification 

4 Content of Specification 

(a) Title of the Invention : See 37 CFR 1.72(a). The title of the invention should be 
placed at the top of the first page of the specification. It should be brief but 
technically accurate and descriptive, preferably from two to seven words. 

(b) rrnss-References to Related Applications : See 37 CFR 1.78 and MPEP § 201.1 1. 

•i 
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© Statement Regarding Federally Sponsored Research and Development : See MPEP 
§310, 

•> 

(d) Reference to a "Microfiche Appendix ": See 37CFR 1.96© and MPEP § 608.05. 
The total number of microfiche and the total number frames should be specified. 

(e) Background of the Invention : The specification should set forth the Background of 
the Invention in two parts: 

(1) Field of the Invention : A statement of the field of art to which the invention 
pertains. This statement may include a paraphrasing of the applicable U.S. 
patent classification definitions of the subject matter of the claimed 
invention. This item may also be titled "Technical Field." 

(2) Description of the Related Art : A description of the related art known to 
the applicant and including, if applicable, references to specific related art 
and problems involved in the prior art which are solved by the applicant's 

• Invention. This item may also be titled "Background Art." 

(f) Brief Summary of the Invention : A brief summary or general statement of the 
invention as set forth in 37 CFR 1.73. The summary is separate and distinct from 
the abstract and is directed toward the invention rather than the disclosure as a 
whole. The summary may point out the advantages of the invention or how it 
solves problems previously existent in the prior art (and preferably indicated in the 
Background of the Invention). In chemical cases it should point out in general 
terms the utility of the invention. If possible, the nature and gist of the invention 
or the inventive concept should be set forth. Objects of the invention should be 
treated briefly and only to the extent that they contribute to an understanding of 
the invention. 

(g) Brief Description of the Several Views of the Drawins(s) : A reference to and brief 
description of the drawing(s) as set forth in 37 CFR 1 .74, 

(h) Detailed Description of the Invention : A description of the preferred 
embodiment(s) of the invention as required in 37 CFR 1.71. The description 
should be as short and specific as is necessary to describe the invention adequately 
and accurately. This item may also be titled "Best Mode for Carrying Out the 
Invention." Where elements or groups of elements, compounds, and processes, 
which are conventional and generally widely known in the field of the invention 
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described and their exact nature or type is not necessary for an understanding and 
use of the invention by a person skilled in the art, they should not be described in 
detail. However, where particularly complicated subject matter is involved or 
where the elements, compounds, or processes may not be commonly or widely 
known in the field, the specification should refer to another patent or readily 
availably publication which adequately describes the subject matter. 

(I) Claim or Claims : See 37 CFR 1.75 and MPEP § 608.01(m). The claim or claims 
must commence on separate sheet. (37 CFR 1.52(b)). Where a claim sets forth a 
plurality of elements or steps, each element or step of the claim should be 
separated by a line indentation. There may be plural indentations to further 
segregate subcombinations or related steps. 

(j) Abstract of the Disclosure : A brief narrative of the disclosure as a whole in a single 
paragraph of 250 words or less on a separate sheet following the claims. 

(k) Drawings : See 37 CFR 1.81, 1,83-1.85, and MPEP § 608.02. 

(1) Sequence Listing : See 37 CFR 1.821-1.825. 

A brief summary or general statement of the invention as set forth in 37 CFR 1 .73 is missing. 



Claim Rejections - 35 ILS.C §103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described us set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skiil in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



•- i 

^ 1 



Application/Control Number: 09/4 1 4, 1 2 1 Pa = e 5 

Art Unit: 2162 



Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Toader(5,774,869. 
hereinafter Toader) in view of McCarthy(Re. 36,1 16, hereinafter McCarthy). 

In regard to claim 1, Toader teaches providing services to an end user(Abstract). 
Providing a plurality of service to an end user(i.e. the user is provided with a plurality of Internet 
sign up options)(col. 2, lines 60-63); providing products or services to said end user in response 
to the subscription to one of the services(i.e. the end user accepts some of the current products 
and/or services provided by the sponsor by entering a credit card number)(col. 2, lines 61-65). 

Toader does nqt specifically teach providing ads to the end user as compensation for the 
service. On the other hand, McCarthy teaches that the customers are compensated with ads or 
discounts based on the products or services purchased(col. 2, lines 22-33). It would have been 
obvious to a person of ordinary skill in the art at the time of Applicant's invention to have 
modified Toader with compensating the customer with the ads or discounts based on products or 
services purchased because such a modification would motivate customers to sign up or subscribe 

to the various services provided. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

A. Mankovitz (5,633,9 1 8) disclosed an information distribution system; 

B. Hieda et al. (4,845,568) disclosed an image pickup apparatus for selectively 
storing electrical signals; 
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C. Loganl(5,892,536) disclosed a system and method for computer enhanced 
broadcast monitoring. 

Points Of Contact 

7. Any inquiry concerning this communications from the examiner should be directed to 
Raquel Alvarez whose telephone number is (703) 305-0456. The examiner can normally be 
reached on Monday to Friday from 9:00 AM. To 5:00 PM. 

If any attempt to reach the examiner by telephone is unsuccessful, The examiner's 
supervisor, James Trammell can be reached at (703) 305-9768. The fax phone number for this 
group is (703) 305-0040. 
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A TTA CEMENT TO A MB MOBIFICA TION OF 
NOTICE OF ALLOWABILITY (PTO-37) 
(November, 2000) 

NO EXTENSIONS OF TIME ARE PERMITTED TO FILE 
CORRECTED OR FORMAL DRAWINGS, OR A SUBSTITUTE 
OATH OR DECLARATION, notwithstanding any indication to the 
contrary in the attached Notice of Allowability (PTO-37). 

If the following language appears on the attached Notice of Allowability, the 
portion lined through below is of no force and effect and is to be ignored : 

A SHORTENED STATUTORY PERIOD FOR RESPONSE to comply with the requirements noted belosv is set io 
EXPIRE THREE MONTHS FROM THE 'DATE MAILED" of this Office act.on Fmlure to compM^U rest in 
ABANDONMENT of this application. Dct u oono of time may be obtained undo. J u . u.o v.aons ol H r pp i | ^ n ) 

Similar language appearing in any attachments to the Notice of Allowability, 
such as in an Examiner's Amendment/Comment or in a Notice of 
Draftperson's Patent Drawing Review, PTO-948, is also to be ignored. 



1 The language which is crossed out is contrary to amended 37 CFR 1.85(c) and i I 1 ^ See t hangesn, 
l^lemSl Patent Business Goals'. 65 Fed Reg. 54603. 54629. 5464 1 . 54670. ,4674 (September 8. 
2000). 1238 Off. Gaz. Pat. Office 77. 99. 1 10. 135. 139 (September 19. 2000). 



